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DETAILED ACTION 

Response to Arguments 

Applicant's arguments with respect to claims 1-16, 33 and 34 have been 
considered but are moot in view of the new ground(s) of rejection. 

The Applicant contends, "Further, Applicants point out that an exact relationship 
between "calculating an address compensation factor" and "a column formed with the 
real value of the remainder R" need not be recited in the claims. MPEP § 2173.04 states 
that "breadth of a claim is not to be equated with indefiniteness". 

The Examiner disagrees and asserts that claim 1 is not rejected due to breadth 
but ids rejected for a complete lack of any relationship. The term "in accordance with" in 
claim 1 is a relative term which renders the claim indefinite. The language in claim 1 
only warns that a relationship exists but fails to recite what that relationship is and fails 
to recite any step resulting from such relationship that limits a method. 

The Applicant contends, "First, the Examiner does not distinctly point out what 
the Examiner believes the present invention is directed towards and specifically why it 
doesn't meet the requirements of 35 U.S.C. 101, as required by MPEP". 

That is incorrect. The Examiner has explicitly pointed out the claims are directed 
to an abstract method for calculating an address to read abstract data out of a matrix 
array. The method can be performed entirely in software or by hand. 
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The Applicant contends, "It seems that in one argument, the Examiner considers 
claim 1 to be simply a mathematical algorithm for rearranging data. Another argument 
seems to reject claim 1 because it is allegedly directed to an abstract idea, law of nature 
or natural phenomenon. A third argument states that claim 1 allegedly lacks function or 
utility and is thus nonstatutory". 

The Examiner disagrees and asserts that the Examiner only provides one 
argument: the claims are directed to an abstract method for calculating an address to 
read abstract data out of a matrix array. The method can be performed entirely in 
software or by hand. 

The claims as written attempt to gain a patent on every "substantial practical 
application" of an abstract mathematical algorithm/idea. 

The courts have also held that a claim may not preempts ideas, laws of nature or 
natural phenomena. The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. 156, 175 (1852) ("A principle, in the abstract, is a 
fundamental truth; an original cause; a motive; these cannot be patented, as no one can 
claim in either of them an exclusive right."); Funk Brothers Seed Co. v. Kalo Inoculant 
Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1948) (combination of six species of 
bacteria held to be nonstatutory subject matter). 

**>Accordingly, one may not patent every "substantial practical application" of an idea, 
law of nature or natural phenomena because such a patent would "in practical effect be 
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a patent on the [idea, law of nature or natural phenomena] itself." Gottschalk v. Benson, 
409 U.S. 63, 71-72, 175 USPQ 673, 676 (1972). 

The Applicant contends, "Claim 1 clearly recites a method for reading code symbols to 
decode an encoder packet in a receiver wherein the method comprises steps for 
generating a read address for the code symbol by adding an interim address and an 
address compensation factor, and reading the code symbol". 

The Examiner disagrees and asserts that "to decode an encoder packet in a 
receiver" is intended use: the claim limitations themselves are directed to an abstract 
method for calculating an address to read abstract data out of a matrix array. The 
method can be performed entirely in software or by hand. 

The Applicant contends, "At the least, the step of reading the code symbol is 
clearly not a mathematical operation". 

The Examiner asserts "the step of reading the code symbol" out of an abstract 
matrix array is an abstract step for an abstract mathematical algorithm of calculating an 
address to read abstract data out of a matrix array. The claim limitations of claim 1 are 
still directed to an abstract method for calculating an address to read abstract data out 
of a matrix array. 

The Applicant contends, "Additionally, the step of generating an address 
compensation factor cannot be considered solely a mathematical operation as it 
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comprises a determination of whether to increase an address compensation factor or 
decrease an address compensation factor based on a decision made in generating the 
interim address, as understood in view of the specification and recited in claim 3". 

The Examiner asserts that claim 1 does not recite, "a determination of whether to 
increase an address compensation factor or decrease an address compensation factor 
based on a decision made in generating the interim address", but even if it did; "a 
determination of whether to increase an address compensation factor or decrease an 
address compensation factor based on a decision made in generating the interim 
address" is an abstract step for an abstract mathematical algorithm of calculating an 
address to read abstract data out of a matrix array. The claim limitations of claims 1-16, 
33 and 34 are still directed to an abstract method for calculating an address to read 
abstract data out of a matrix array. 

The Applicant contends, "For an invention to be "useful" it must satisfy the utility 
requirement of section 1 01 , that is the utility of an invention has to be (i) specific, (ii) 
substantial and (iii) credible. Claim 1 clearly recites a specific practical application that is 
both substantial and credible, (i.e. reading code symbols to decode an encoder packet 
wherein the decoder packet contains a number of code symbols such that the number 
does not make up a completely uniform matrix)". 

That the abstract method for calculating an address to read abstract data out of a 
matrix array can be useful does not mean calculating an address to read abstract data 
out of a matrix array done solely for the purpose of calculating an address and reading 



Application/Control Number: 10/695,390 Page 6 

Art Unit: 2112 

abstract data out of an abstract matrix array provides nay utility. Since the claims 
themselves are only directed to calculating an address and reading abstract data out of 
an abstract matrix array, the claims themselves by themselves do not provide any utility 
unless they are used in some other useful algorithm not recited in the claims and 
probably not taught in the specification. The claim limitations of claims 1-16, 33 and 34 
are still directed to an abstract method for calculating an address to read abstract data 
out of a matrix array. 

The Applicant contends, "As stated in MPEP 2106, the tangible requirement does not 
necessarily mean that a claim must either be tied to a particular machine or apparatus 
or must operate to change articles or materials to a different state or thing. The MPEP 
states that the opposite meaning of "tangible" is "abstract." Applicants submit that 
independent claim 1 recites more than just an abstract idea, law of nature or natural 
phenomenon such as reading a code symbol for decoding an encoder packet at an 
address generated in part by calculating an address compensation factor. Further, 
Applicants submit that the calculation of an address compensation factor for generating 
a read address and reading the code symbol at the address are real world results." 

That the abstract method for calculating an address to read abstract data out of a 
matrix array can be useful in real world applications does not mean calculating an 
address to read abstract data out of a matrix array done solely for the purpose of 
calculating an address and reading abstract data out of an abstract matrix array 
provides nay utility. Since the claims themselves are only directed to calculating an 
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address and reading abstract data out of an abstract matrix array, the claims 
themselves by themselves do not provide any utility, do not teach any connection to real 
world applications and unless they are used in some other useful algorithm not recited 
in the claims and probably not taught in the specification. The claim limitations of claims 
1-16, 33 and 34 are still directed to an abstract method for calculating an address to 
read abstract data out of a matrix array. 

The Applicant contends, "In other words, as stated in MPEP 2106, the opposite of 
"concrete" is unrepeatable or unpredictable. Applicants respectfully submit that the 
reading of a code symbol from a read address generated by adding the interim address 
and the address compensation factor for the code symbol is a repeatable and 
predictable result". 

However, the claim limitations of claims 1-16, 33 and 34 are still directed to an 
abstract method for calculating an address to read abstract data out of a matrix array. 
The claims as written attempt to gain a patent on every "substantial practical 
application" of an abstract mathematical algorithm/idea. 

The courts have also held that a claim may not preempt< ideas, laws of nature or 
natural phenomena. The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. 156, 175 (1852) ("A principle, in the abstract, is a 
fundamental truth; an original cause; a motive; these cannot be patented, as no one can 
claim in either of them an exclusive right."); Funk Brothers Seed Co. v. Kalo Inoculant 
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Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1948) (combination of six species of 
bacteria held to be nonstatutory subject matter). 

**>Accordingly, one may not patent every "substantial practical application" of an idea, 
law of nature or natural phenomena because such a patent would "in practical effect be 
a patent on the [idea, law of nature or natural phenomena] itself." Gottschalk v. Benson, 
409 U.S. 63, 71-72, 175 USPQ 673, 676 (1972). 

The Applicant contends, "In view of the arguments present above, Kim fails to disclose 
at least the steps of calculating an address compensation factor for compensating the 
interim address in accordance with a column formed with the real value of the 
remainder R, and generating a read address by adding the interim address and the 
address compensation factor. Further, as discussed above, the recited steps claim 1 
cannot be considered obvious in view of Kim. Because Kim fails to describe or suggest 
at least these recited features, there is no basis for a double patenting rejection. 
Applicants respectfully request the Examiner reconsider and withdraw the nonstatutory 
double patenting rejection of claim 1". 

The Examiner disagrees and asserts that claim 5 in U. S. Patent No. US 6668350 B1 
explicitly recites, "calculating a third variable r corresponding to a remainder obtained by 
dividing a reading sequence K by the second variable J". 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-16, 33 and 34 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. Nowhere does the specification teach "wherein the symbol codes are 
written in the format of a 2 m * J matrix". 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-16, 33 and 34 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim recites, "generating an interim address by bit reversal order (BRO) operation on 
an index of a code symbol assuming that the value of the remainder R is O" 
[Emphasis added]. 

The Examiner asserts methods are defined by steps used to carry out a method an it is 
not clear how "assuming that the value of the remainder R is O" results in a 
distinguishing step from simply "generating an interim address by bit reversal order 
(BRO) operation on an index of a code symbol". 
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The term "in accordance with" in claim 1 is a relative term which renders the 
claim indefinite. The term "in accordance with" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. Since "in accordance with" is a relative term it does not set for the 
relationship between "an address compensation factor for compensating the interim 
address" and "a column formed with the real value of the remainder R". 

Claim 1 recites the limitation "the real value of the remainder R" in lines 10-11. 
There is insufficient antecedent basis for this limitation in the claim. 

Claims 1-16, 33 and 34 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential elements, such omission amounting to a gap 
between the elements. 

Claims 1-16, 33 and 34 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01 . 

Claim 1 recites, "A method for reading code symbols by deinterleaving to decode an 
encoder packet in a receiver for a mobile communication system supporting 
interleaving". 

Nowhere does claim 1 recite the connection between "reading the code symbol written 
in the generated read address" and decoding "encoder packet in a receiver for a mobile 
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communication system supporting interleaving". The claims instead are directed solely 
to an abstract method for calculating an address to read abstract data out of a matrix 
array and not to decoding "encoder packet in a receiver for a mobile communication 
system supporting interleaving". 

In addition, as per claim 1 : The Examiner asserts methods are defined by steps used to 
carry out a method and it is not clear how "assuming that the value of the remainder 
R is O" results in a distinguishing step from simply "generating an interim address by bit 
reversal order (BRO) operation on an index of a code symbol". 
Omitted are distinguishing steps for differentiating from simply "generating an interim 
address by bit reversal order (BRO) operation on an index of a code symbol". 

The term "in accordance with" in claim 1 is a relative term which renders the 
claim indefinite. The term "in accordance with" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. Since "in accordance with" is a relative term it does not set for the 
relationship between "an address compensation factor for compensating the interim 
address" and "a column formed with the real value of the remainder R". Omitted are 
distinguishing steps for that set forth the relationship for implementing a step for 
calculating "an address compensation factor for compensating the interim address" "in 
accordance with " "a column formed with the real value of the remainder R". 
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Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-16, 33 and 34 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claims 1 recites, "A method for 
reading code symbols" in the preamble. 

The limitations in claim 1 are directed to an abstract mathematical algorithm of 
generating an abstract binary address number value intended for use in a abstract 
method for reading data intended for use in implementing an abstract algorithm for 
rearranging data. 

Examiner asserts that the claims are directed to an abstract method for 
calculating an address to read abstract data out of a matrix array. The method 
can be performed entirely in software or by hand. 
The Examiner asserts that regardless of the intended use, the algorithm 
presented in claims 1-16. 33 and 34 is explicitly taught as and directed to a 
method for rearranging data by retrieving/reading data from a 
matrix/arrav/memory in a particular order- 
That the abstract method for calculating an address to read abstract data out of a 
matrix array can be useful in real world applications does not mean calculating an 
address to read abstract data out of a matrix array done solely for the purpose of 
calculating an address and reading abstract data out of an abstract matrix array 
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provides nay utility. Since the claims themselves are only directed to calculating 
an address and reading abstract data out of an abstract matrix array, the claims 
themselves by themselves do not provide any utility, do not teach any connection 
to real world applications and unless they are used in some other useful 
algorithm not recited in the claims and probably not taught in the specification. 
The claim limitations of claims 1-16. 33 and 34 are still directed to an abstract 
method for calculating an address to read abstract data out of a matrix array. 
The claims as written attempt to gain a patent on every "substantial practical 
application" of an abstract mathematical algorithm/idea. 

The courts have also held that a claim may not preempts ideas, laws of nature or 
natural phenomena. The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. 156, 175 (1852) ("A principle, in the abstract, is a 
fundamental truth; an original cause; a motive; these cannot be patented, as no one can 
claim in either of them an exclusive right."); Funk Brothers Seed Co. v. Kalo Inoculant 
Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1948) (combination of six species of 
bacteria held to be nonstatutory subject matter). 

**>Accordingly, one may not patent every "substantial practical application" of an idea, 
law of nature or natural phenomena because such a patent would "in practical effect be 
a patent on the [idea, law of nature or natural phenomena] itself." Gottschalk v. Benson, 
409 U.S. 63, 71-72, 175 USPQ 673, 676 (1972). 

Simply put, claims that describe features in the Applicant's specification at the Abstract 
level without any regard to function or utility are nonstatutory. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticiapted by 
TIA/EIA/IS-2000.2-A-1 (TIA/EIA/IS-2000.2-A-1 , "Physical Layer Standard for 
CDMA2000 Spread Spectrum Systems", TELECOMMUNICATIONS INDUSTRY 
ASSOCIATION, November 2000). 

35 U.S.C. 102(b) rejection of claim 1. 

Footnote 12 on page 2-111 of TIA/EIA/IS-2000.2-A-1 substantially teaches interleaving 
a sequence of length N tur bo by substantially mapping the N tur bo bits to a 2 5 x2 n array 
comprising 2 n+5 positions in the array whereby 2 n+4 < N tur bo ^ 2 n+5 ; hence the sequence 
of length N tur bo is substantially mapped to N tur bo = 2 n+4 + R = 2 5 2 n " 1 + R positions in the 
2 5 x2 n array where R is the number of remainder bits exceeding the first 2 n " 1 columns 
and partially filling the remaining array. 

TIA/EIA/IS-2000.2-A-1 generating an interim address by bit reversal order BRO 
operation on an index of a code symbol assuming that the value of the remainder R is 0 
(Bit reverse in Figure 2.1 .3.1 .4.2.3-1 and in step 6 on page 2-1 1 1 of TIA/EIA/IS-2000.2- 
A-1 is performed exactly the same way for each address positions as if the remainder R 
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is 0 regardless of the actual value of the remainder R; i 0 ...i4 in Figure 2.1 .3.1 .4.2.3-1 is 
an interim address); calculating an address compensation factor for compensating the 
interim address in accordance with a column formed with the real value of the 
remainder R (the Multiply and Select block of Figure 2.1 .3.1 .4.2.3-1 and in step 5 on 
page 2-1 1 1 of TIA/EIA/IS-2000.2-A-1 is a step for an address compensation factor t n . 
1... t 0 for compensating the interim address \o...\ 4 in accordance with a column formed 
with the real value of the remainder R; Note: step 8 on page 2-1 1 1 of TIA/EIA/IS- 
2000.2-A-1 teaches that all addresses are retained including those in accordance with a 
column formed with the real value of the remainder R); and generating a read address 
by adding the interim address and the address compensation factor for the code symbol 
(see output of Figure 2.1 .3.1 .4.2.3-1 on page 2-1 1 1 of TIA/EIA/IS-2000.2-A-1 ), and 
reading the code symbol written in the generated read address (see Turbo Interleaver in 
Figure 2.1.3.1.4.2.1-1 on page 2-109 of TIA/EIA/IS-2000.2-A-1). 

35 U.S.C. 102(b) rejection of claim 2. 

Footnote 12 on page 2-111 of TIA/EIA/IS-2000.2-A-1 substantially teaches interleaving 
a sequence of length N tU rbo by substantially mapping the N tU rbo bits to a 2 5 x2 n array 
comprising 2 n+5 positions in the array whereby 2 n+4 < N tur bo ^ 2 n+5 ; hence the sequence 
of length N tur bo is substantially mapped to N tU rbo = 2 n+4 + R = 2 5 2 n " 1 + R positions in the 
2 5 x2 n array where R is the number of remainder bits exceeding the first 2 n " 1 columns 
and partially filling the remaining array. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 1 is rejected on the ground of nonstatutory double patenting over claim 5 
of U. S. Patent No. US 6668350 B1 since the claims, if allowed, would improperly 
extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: claim 5 of U. S. Patent No. US 6668350 B1 clearly 
suggests generating an interim address by bit reversal order, BRO, operation on an 
index of a code symbol (BRO(K/J) is an interim address of a bit reversal order, BRO, 
operation on an index of a code symbol); calculating an address compensation factor 
for compensating the interim address in consideration of the remainder (2 m (K mod J) is 
an address compensation factor for compensating the interim address in consideration 
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of the remainder K mod J); and generating a read address by adding the interim 
address to the address compensation factor for the code symbol (BRO(KAJ) + (2 m (K 
mod J) is a read address calculated by adding the interim address (BRO(KAJ) to the 
address compensation factor (2 m (K mod J) for the code symbol). 
In addition, claim 5 in U. S. Patent No. US 6668350 B1 explicitly recites, "calculating a 
third variable r corresponding to a remainder obtained by dividing a reading sequence K 
by the second variable J". 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph D. Torres whose telephone number is (571) 

272- 3829. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques Louis-Jacques can be reached on (571) 272-6962. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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